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DETAILED ACTION 

Claims 6-12 are witlidrawn from furtlier consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected invention, tliere being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on January 15, 
2009. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-4 and 13-16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Masashi (J P 10-236826). 

Regarding claim 1 , Masashi discloses a rechargeable Lithium ion battery. 
Lithium ion battery's are inherently comprised of base particles that are able to dope 
and release lithium ions. Masashi further discloses that the positive active material may 
contain elements B, Sc, Y, or Cu, all of which are group III elements (par. 12, 17). The 
positive active material inherently is able to come into contact with the electrolyte. 

Regarding claim 2, Masashi discloses that the positive active material may be an 
oxide, which is a chalcogen compound (par. 12). 

Regarding claim 3, Masashi discloses that the positive active material may be an 
oxide (par. 12). 
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Regarding claim 4, Masashi discloses a chemical of the formula LiqCoi-aZgOb 
where according to the ranges describe the reference it is possible that: q=1 ; a=0; and 
b=2 (par. 12). 

Regarding claim 13, as discussed above, Masashi anticipates both claims 1 and 
3; therefore claim 13 is rejected as being solely dependant on said claims without any 
further limitation. 

Regarding claim 14, Masashi discloses a rechargeable lithium-ion battery, which 
is impregnated with a nonaqeuous electrolyte and features a negative electrode. One 
of ordinary skill in the art would recognize that a rechargeable lithium-ion battery would 
inherently posses a negative electrode material that was able to dope and undope 
lithium ions. 

Regarding claim 15, Masashi does not recite that the battery is for use at an 
upper-limit voltage of 4.3 V or higher. However, because Masashi is made from the 
same material it would inherently be capable of operation at an upper-limit of 4.3 V. 

Regarding claim 16, Masashi discloses that the electrode may contain carbon. 
However, Masashi does not disclose that the lithium ions of the negative electrode are 
capable of doping at 1 .05-1 .50 times that of the positive electrode when the battery is 
used at its upper limit voltage. However, Masashi has the same material composition 
that is claimed and therefore would be inherently capable of the doping conditions as 
claimed. 



Application/Control Number: 10/564,742 Page 4 

Art Unit: 4111 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary sl^ill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 5 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masashi as applied to claims 1-3, 13, and 14 above, and further in view of Okada et al. 
(US Pat. Pub. 2003/0162090). 

Regarding claim 5, Masashi teaches a positive electrode material that may have 
the formula LiqCoi-aZaOb , where Z may be one or both of the elements Mn, and Ni (par. 
12). Masashi does not teach that the crystal structure may be of a a-NaFe02 type. 
However, Okada et al. teaches that an electrode may consist of a a-NaFe02 structure 
containing Li and at least one of Ni, Co, and Mn (par. 35). One of ordinary skill in the art 
would have recognized that a a-NaFe02 structure would have been suitable in the 
positive electrode material of Masashi. The selection of a known material, which is 
based upon its suitability for the intended use, is within the ambit of one of ordinary skill 
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in the art. See, In re Leshin, 25 USPQ 416 (CCPA 1960); see also, MPEP § 2144.07. 
Masashi further does not disclose the precise formula for the ratio of the different 
elements Li, Mn, Co, Ni, and O. However, the formulation of these elements is a result 
effective variable. "[W]here the general conditions of a claim are disclosed in the prior 
art, it is not inventive to discover the optimum or workable ranges by routine 
experimentation." See, In re Alter, 220 F.2d 454, 456 (CCPA 1955). The discovery of 
an optimum value of a known result effective variable, without producing any new or 
unexpected results, is within the ambit of a person of ordinary skill in the art. See, In re 
Boesch, 205 USPQ 215 (CCPA 1980); see also, MPEP § 2144.05 (II). Therefore, it 
would have been obvious for one of ordinary skill in the art to combine the positive 
electrode material of Masashi with the a-NaFe02 crystal structure because such a 
structure would have been suitable for such purposes. Furthermore, the exact 
formulation of the positive electrode material of Masashi is a result effective variable. 

Claim 15 states that the lithium ion battery is "for use at an upper-limit voltage of 
4.3 V or higher." This is a statement of intended use, therefore if the prior art structure 
is capable of performing the intended use, then it meets the claim. See, In re Casey, 
152 USPQ 235 (CCPA 1967); see also, In re Otto, 136 USPQ 458, 459 (CCPA 1963). 
Masashi does not specifically teach that the lithium ion battery may operate at an upper- 
limit voltage of 4.3 V or higher. However, Okada et al. teaches a lithium ion battery of a 
a-NaFe02 structure that has a maximum charging voltage of 4.3 V (par. 81 , 93-97). 
One of ordinary skill in the art would recognize that the combination of the Masashi 
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battery with the Okada crystalline structure would be capable of performing at an upper 
limitof4.3V or higher. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JACOB MARKS whose telephone number is (571)270- 
7873. The examiner can normally be reached on Monday through Friday 7:30-5:00 alt 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Sines can be reached on 571-272-1263. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/jm/ 

/Jonathan Crepeau/ 

Primary Examiner, Art Unit 1795 



